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The applicants' 1/12/07 RCE and response is noted. Applicants' remarks will be 
held in abeyance and commented upon after applicants elect a species below: 

This application contains claims directed to the following patentably distinct 
species: fly ash, alumina trihydrate, silica flour, cenospheres. The species are 
independent or distinct because they are mutually exclusive (see new claims 15-20). 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species 
(note: applicants cannot elect a combination or mixture because they have no support 
for doing that from their original disclosure) for prosecution on the merits to which the 
claims shall be restricted if no generic claim is finally held to be allowable. Currently, 
claim 15 is generic. 

Applicant is advised that a reply to this requirement must include an identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An argument that a claim 
is allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which depend from or otherwise require all the limitations 
of an allowable generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. 
MPEP § 809.02(a). 
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The following comments below are also noted for applicants so that they may 
correct in their next response regarding coming rejections under 35 USC 112 (new 
matter) and 35 USC 112 second paragraph (indefinite) and fuly resolve: 

New Matter: 

uuoaldt 

Claims 3,15,16,18,19, and 20 woutdl be reiectable under 35 USC 112 first 
paragraph and 35 USC 132 as the specification as originally filed does not provide 
support for the invention as is now claimed. 

The term "microspheres" in claim 3 is new matter. There is only support for 
ceramic hollow microspheres, not any or all microspheres of different material or solid 
microspheres. See [0039]. 

The terms "and the like" is new matter in claim 3 (and indefinite). 

The terms "more than 25% water and up to 50% water" is new matter. While 
there is support for "up to 50% water" (see [0021]), there is no support for —more than 
25% water—. Further, it is unclear what units of % are being used. Are applicants using 
weight percent (wt%) or volume pecent (vol%). 

The terms "wherein the dewatering aid permits dewatering of the slurry in a few 
minutes" is new matter in claim 18. This is because dewatering to a few minutes is only 
supported for "fly ash" and no other dewatering aid. The specification does not say other 
dewatering aids such as alumina trihydrate, silica flour, cenospheres also dewater in a 
few minutes. Only support is given for fly ash from original disclosure. 

The limitation " wherein the particulate material includes a particle size greater 
than 100 microns" is new matter in claim 19". There is only support for this coarse 
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fration being limited to bottom ash or similar products from coal combustion (see 
[0038]). It is new matter because alumina trihydrate and silica flour cannot represent a 
similar product from coal combustion. It is possible fly ash and fly ash cenospheres are 
similar products (not of same exact composition) only in that they are products of 
combustion and that's all. Is that what applicants mean by "similar products", not 
compositionally identical but combustion products containing the same components? It 
appears bottom ash, fly ash, and fly ash cenospheres do contain similar components 
though not in an identical composition. Clarification of the terms "similar products" as 
listed in their specification is respectfully requested. 

The terms "products of coal combustion" would appear to be new matter in claim 
20. There is only support for similar products of coal combustion but it is unclear what 
applicants mean by "similar products" of coal combustion. This term is also thus 
indefinite from their original disclosure. 

35 USC 112 Second Paragraph: 

Claims 3, 15, and16 would be reiectable under 35 U.S.C. 112, second 
paragraph, as failing to set forth the subject matter which applicant(s) regard as their 
invention. 

The terms "and the like" in claim 3 are indefinite. 

Claim 15 is indefinite as applicants do not provide whether the percentage water 
is weight percent or volume percent. 

Claim 16 is indefinite (and also fails to further limit independent claim 15) 
because the percentage of about 25-60 wt% silica, about 10-30 wt% alumina, about 5- 
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25 wt% iron oxide, about 0-20 wt% CaO, and about 0-5 wt% MgO only applies to fly 
ash . As this is the composition for fly ash, it is not the composition for alumina 
trihydrate in claim 16, silica flour, or even fly ash cenospheres (their composition is not 
exactly the same as fly ash though it has mostly the same components). 

Finally, applicants are respectfully requested to elect a single species for new 
claims 15-20 and correct any problems pointed out by the examiner that are new matter 
or indefinite under 35 (JSC 112 first paragraph, 35 (JSC 132, and 35 USC second 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul Marcantoni whose telephone number is 571-272- 
1373. The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). /} M - 
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